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BAHR, Adnmini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 35, 43, 44, 48 and 50-57, which are all of
the clains pending in this application. dains 35 43, 44 and
48 wer e anended subsequent to the final rejection (see Paper
No. 7).

BACKGROUND
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The appellants’ invention relates to a package of
di sposabl e absorbent articles, each article including, inter
alia, at |east
one hook-and-| oop type nechanical fastener. A copy of the
cl ai ms under appeal is set forth in the appendix to the
appel l ants’ brief.

The exam ner relied upon the following prior art
reference of record in rejecting the appeal ed cl ai ns:

Roessler et al. (Roessler) 5,176, 670 Jan. 5,
1993

The following rejections are before us for review!?

Clainms 35, 43, 48 and 50-57 stand rejected under 35
US C 8 102(b) as being anticipated by Roessler.

Claim44 stands rejected under 35 U S.C. 8§ 103(a) as
bei ng unpat ent abl e over Roessl er.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 12) for

the exam ner's conpl ete reasoning in support of the rejections

1 According to the exam ner (Paper No. 8), the rejection of clains 43
and 44 under the second paragraph of 35 U.S.C. § 112 was overconme by the
anendment of Paper No. 7.
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and to the brief (Paper No. 11) for the appellants’ argunents
t her eagai nst.
OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants’ specification and
clains, to the applied Roessler reference, and to the
respective positions articul ated by the appellants and the
exam ner. As a consequence of our review, we neke the
determ nati ons which follow

The anticipation rejection

Anticipation is established only when a single prior art
ref erence discloses, expressly or under the principles of
I nherency, each and every el enent of a clainmed invention. RCA

Corp. v. Applied Digital Data Sys., Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. Cr. 1984). In other words, there
nmust be no difference between the clained invention and the
ref erence disclosure, as viewed by a person of ordinary skil

in the field of the invention. Scripps dinic & Research

Found. v. Cenentech Inc., 927 F.2d 1565, 1576, 18 USP@Rd 1001,

1010 (Fed. Gir. 1991).
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Each of independent clains 35 and 48 recites a “package
of di sposabl e absorbent articles conprising a plurality of

sai d di sposabl e absorbent articles.... Roessl er discloses a
di sposabl e di aper conprising a cover 11, a topsheet 21, an
absor bent body 22 between the cover and topsheet, ear portions
17-20 and a hook and | oop fastener including tabs 30 extending
beyond the margin of ears 17, 18 with hook tab material 31.
Roessl er al so discloses “an inactive storage” position in
Figure 6, whereat the hook material lightly attaches to the
nonwoven nmaterial of the topsheet 21 (columm 6, |ines 23-26).
However, we find no teaching in Roessler of a package of a
plurality of such disposable diapers. Wth regard to this

i ssue, the exam ner asserts neither that Roessler expressly

di scl oses such packaging of a plurality of disposable diapers
nor that such packaging is inherent in Roessler. Rather, the
exam ner’s only conment in this regard is that *packaging of

di sposabl e absorbent articles in multiples unit, prior to use,

have been found to be generally well known know edge by those

ordinarily skilled in the art [sic]” (answer, page 5).2 Such

2 Under principles of inherency, when a reference is silent about an
asserted i nherent characteristic, it nmust be clear that the m ssing
descriptive matter is necessarily present in the thing described in the

(continued. ..)
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a statenent, even if true, while perhaps pertinent in an
obvi ousness assessnent, is of no avail in an anticipation
rejection.

Mor eover, claim 48, and clainms 50-57 which depend
therefrom recite that the stenlike projections of the
plurality of disposable absorbent articles of the package are
"rel easably engaged with said di sposabl e absorbent article to
protect said hook material and provide a pant-like structure

before said di sposabl e absorbent article is packaged."” W

find no teaching in Roessler of engaging the hook nateria

with the absorbent article so as to provide a pant-1like
structure prior to packaging. Roessler teaches formng the

di aper into a pant-like structure only upon application of the
di aper on the infant (Figure 10). The exam ner's inplication
on page 5 of the answer that the recitation in claim48 with
respect to engagenent of the hook material to provide a pant-
like structure is directed nerely to intended use appears to

| ose sight of the fact that claim48 is directed not to a

di sposabl e absorbent article but to a package conprising a

2(...continued)
reference, and that it would be so recogni zed by persons of ordinary skill.
Continental Can Co. v. Minsanto Co., 948 F.2d 1264, 1268, 20 USPQ@d 1746, 1749
(Fed. Cir. 1991).
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plurality of disposable absorbent articles forned into a pant-
i ke structure before packagi ng.

In light of the above, we conclude that Roessler does not
di scl ose, either expressly or under the principles of
i nherency, each and every el enent of claim 35 or 48.
Therefore, we shall not sustain the exam ner’s rejection of
claims 35 and 48, or clains 43 and 50-57 which depend from
clains 35 and 48, as being anticipated by Roessler.

The obvi ousness rejection

The di sposabl e di aper of Roessler, discussed supra,
conprises a hook and | oop fastener including a tab 30 adhered
to the ear portions of topsheet 21 and cover 11. As
illustrated in Figure 6 and explained in colum 6, |ines 23-
26, the tab 30 may be folded inwardly to an inactive storage
position whereat the hook material 31 on the tab 30 lightly
attaches to the nonwoven material of the topsheet 21.

The exam ner concedes that Roessler does not disclose
that the stem i ke projections are rel easably engaged with the
el astic ear tab to provide a peel strength of from about 30 to
about 90 grans as recited in claim44, but urges that, in that

appel | ants have not shown that the recited peel strength is
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critical, the clained peel strength woul d have been a routine
engi neering choice to one skilled in the art. Appellants have
not chall enged the exam ner’s position with regard to the pee
strengt h.

Appel I ants argue that Roessler fails to describe or
suggest a package of disposabl e absorbent articles which
i ncl ude a hook-and-1oop type nechani cal fastener wherein the
base of the hook material is attached to an elastic ear tab
and the stenli ke projections of the hook material are
rel easably engaged with the elastic ear tab to protect the
stenli ke projections before the article is packaged (brief,
pages 5 and 7).

To the extent that appellants’ position is that the ear
portions 17, 18 of the topsheet 21 are not “elastic ear tabs”
as recited in independent claim35, we do not share their
opi nion. The portion of the topsheet 21 with which the hook
material 31 is engaged in the storage position shown in Figure
6 is clearly part of one of the "ear portions” 17, 18, which
we consider to be "ear tabs" as recited in appellants' claim
35, fromwhich claim44 depends. Mreover, contrary to

appel l ants’ argunent on page 5 of the brief, Roessler's
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topsheet 21 is disclosed as being either elastic or inelastic
material (colum 4, |ines 40-42).

As for the recitation in claim35, fromwhich claim44
depends, of a package conprising a plurality of absorbent
articles, appellants do not contest the exam ner’s statenent
on page 5 of the answer that the packaging of multiple
di sposabl e absorbent articles was generally known to those
skilled in the art at the tine of appellants’ invention. From
our perspective, in view of the well known and conventiona
practice of packaging a plurality of disposable diapers in a
si ngl e package, it would have been obvious to one skilled in
the art to package a plurality of the di sposabl e diapers of
Roessler, in the storage position illustrated in Figure 6, in
a single package for subsequent use by the consuner.

For the foregoing reasons, we are not persuaded by
appel l ants’ argunents that the exam ner’s conclusion that the
subj ect matter of claim44 woul d have been obvious to one of
ordinary skill in the art at the time of appellants’ invention
in view of the teachings of Roessler is in error.

Accordingly, we shall sustain the exam ner’s rejection of

claim 44 under 35 U S.C. § 103(a).
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NEW GROUND OF REJECTI ON

Pursuant to our authority under 37 CFR § 1.196(b), we
enter the foll owi ng new ground of rejection.

Clains 35 and 43 are rejected under 35 U. S.C. § 103(a) as
bei ng unpat ent abl e over Roessler in view of the conventiona
practice of packaging a plurality of disposable diapers in a
si ngl e package.

Roessl er, as discussed supra, discloses a disposable
di aper conprising an outer cover 11, a bodyside liner
(topsheet 21), an absorbent core (absorbent body 22) disposed
bet ween the cover and liner, a pair of elastic ear tabs (ear
portions 17, 18 of the elastic topsheet 21 and stretchable
cover 11) and at | east one nechanical fastener. The
mechani cal fastener conprises a hook-and-1oop type fastener
i ncluding a hook material (stemike projections) 31 extending
froma base sheet (tab 30) attached to one of the ear tabs by
adhesi ve part 30a and separate tape piece 32. The hook
material 31 is releasably engaged (“lightly attaches”) with
the elastic ear tab 17 or 18 in a storage position to protect
t he hook material .

Roessl er does not expressly disclose packagi ng of a

plurality of the disclosed disposable diapers in a package.
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However, we take official notice of the well known and
conventional practice of packaging a plurality of disposable
di apers in a single package at the tinme of appellants’
invention.® In light of this conventional practice, it would
have been obvious to one skilled in the art at the tinme of
appel l ants’ invention to package a plurality of disposable

di apers of the type disclosed by Roessler in the storage
position illustrated in Figure 6 in a single package for
subsequent sal e and use by the consuner.

Wth regard to claim43, which recites that the stenlike
projections are rel easably engaged with the elastic ear tab to
provi de a peel strength of at |east about 20 granms, we note
t hat Roessl er discloses a peel force (presunably between the
hook material 31 and the |oop material swatch 35 facing
outwardly fromthe face of the cover 11) of about 200-1200
grans per inch and a total peel resistance of at |east about
400 grams, but does not specify the peel strength between the
hook material 31 and the ear portion of the topsheet 21 in the

storage position illustrated in Figure 6, other than to

3 As discussed supra, appellants have not contested the examiner's
statement on page 5 of the answer that such practice was well known in the
art.
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indicate that the hook material “lightly attaches” to the

topsheet 21. |In any event, as

stated in In re Wodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934,

1936 (Fed. G r. 1990):

The law is replete with cases in which the

di fference between the clainmed invention and the

prior art is some range or other variable within the

claims. . . . These cases have consistently held

that in such a situation, the applicant nmust show

that the particular range is critical, generally by

showi ng that the clainmed range achi eves unexpected

results relative to the prior art range [citations

omtted].

In the present case, however, appellants have not even
al | eged, nust |ess established, that the clainmed peel strength
produces unexpected results. In this regard, we note page 17
of appellants’ specification, which states nerely that “it is
desirable that the stem i ke projections 48 of the hook
material 40 be rel easably engaged with the di sposabl e di aper
to provide a peel strength of at |east about 20 grans,
desirably from about 20 to about 1500 grans and nore desirably

fromabout 30 to about 90 grans.” Therefore, we are of the

opinion that the recited peel strength of at |east about 20
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grans does not patentably distinguish the subject matter of
claim43 fromthe di sposabl e di aper of Roessler.

CONCLUSI ON

To sunmari ze, the examner's rejection of clains 35, 43,
48 and 50-57 under 35 U . S.C. 8§ 102(b) is reversed and the
rejection of claim44 as being unpatentable under 35 U S.C. 8§
103(a) is sustained. A newrejection of clains 35 and 43
under 35 U.S.C. 8 103 is entered pursuant to 37 CFR §
1.196(b).

In addition to affirmng the examner's rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR § 1.196(b). 37 CFR § 1.196(b)
provi des, "A new ground of rejection shall not be considered
final for purposes of judicial review"

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

origi nal decision

37 CFR 8§ 1.196(b) al so provides that appellants, WTH N

TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se one of

the following two options with respect to the new ground of
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rejection to avoid term nation of proceedings (37 CFR
8§ 1.197(c)) as to the rejected cl ai ns:
(1) Submit an appropriate anendnent of the

clainms so rejected or a showing of facts relating to

the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.
(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and

Interferences upon the same record.

Shoul d appellants elect to prosecute further before the
Primary Exam ner pursuant to 37 CFR § 1.196(b)(1), in order to
preserve the right to seek review under 35 U S.C. 88 141 or
145 with respect to the affirnmed rejection, the effective date
of the affirmance is deferred until conclusion of the
prosecuti on before the exam ner unless, as a nere incident to
the limted prosecution, the affirmed rejection is overcone.

I f appellants el ect prosecution before the exanm ner and
this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for fina

action on the affirnmed rejection, including any tinmely request

for rehearing thereof.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART: 37 CFR 8§ 1.196(b)

JENNI FER D. BAHR
Adm ni strative Patent Judge

| RWN CHARLES CCHEN )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LAWRENCE J. STAAB ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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